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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 

Status 
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2a)[>3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-19.21-27.29-33.35 and 36 is/are rejected. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

This action is made Final. Claims 1-36 have been examined. 

Claim Rejections - 35 (JSC §101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 36 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Electromagnetic signals are deemed non- statutory as a form of 
natural phenomena. See MPEP § 2106. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim 1-3,5-1 1, 13-16, 21-24, 29-30, and 35-36 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US Patent No. 5,872,906 of Morita et al. referred hereinafter " Morita". 
In regards to claim 1 and 1 1, Morita discloses: 

identifying a set of spare disks, the set of spare disks attached to the network storage 
system (see figure 4 and column 2 lines 33-40 and column 6 lines 33-36); 

choosing a best spare disk of the set of spare disks, (column 2 lines 33-46); and 
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claiming ownership of the best spare disk (see column 2 lines 33-46); 
In regards to claim 2, Morita discloses 

choosing, in response to a failure of the step of claiming ownership, a next best spare disk 
of the spare disks available (see column 2 lines 33-46); and 

claiming ownership of the next best spare disk (see column 2 lines 33-46);. 
In regards to claim 3, Morita discloses 

setting a first ownership attribute to a file server-owned state (see figure 7 and 8; column 
8 lines 14-36 and column 9 lines 45-50); 

setting a second ownership attribute to a file server-owned state (see figure 7 and 8; 
column 8 lines 14-36 and column 9 lines 45-50); 

In regards to claim 5, Morita discloses 

identifying all of the disks in the volume (see figure 7 and 8 and column 8 lines 14-36); 

obtaining disk characteristics, respectfully, from all of the disks in the volume (see figure 
7 and 8 and column 8 lines 14-36); 

comparing the disk characteristics with a set of policies and characteristics of 
spare disks (see figure 14 and column 1 1 line 53 to column 12 line 24); and 

alerting an administrator if a more optimal configuration is possible. Morita discloses if 
a notification of a device error such as a hard error or the like which cannot be recovered is 
received from the disk unit, the spare disk selection section (of the controller) selects a spare disk 
to replace it (see column 8 lines 37-48), thus indicating optimal configuration. 

In regards to claim 6, Morita discloses 
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reconfiguring the disks into a more optimal configuration. Morita discloses, the spare 
disk selection section (of the controller) selects a spare disk to replace it (see column 8 lines 37- 
48), thus indicating reconfiguring the disks into a more optimal configuration. 

In regards to claim 7, Morita discloses 

selecting one or more disks from the set of spare disks that satisfy one or more rules (see 
figure 14 and column 1 1 line 53 to column 12 lines 23); 

sorting the one or more disks using a set of ordered policies (see figure 14 and column 
1 1 line 53 to column 12 lines 3); 

if only one disk is highest-ranked, selecting the one disk that is highest-ranked as the best 
spare disk(see column 12 lines 3-7); and 

if a plurality of disks are highest-ranked, selecting one disks from the plurality of disks 
that are highest ranks as the best spare disk. Morita discloses two or more disks can be provided 
per rank (see column 13 lines 24-25). If there are two per rank, then one has to be selected as the 
best spare disk. 

In regards to claim 8, Morita discloses 

one or more switches. Morita discloses switching to a spare to replace a failed disk (see 
column 1 lines 63 to column 2 line 2). Thus there must be one or more switches to switch 
between the disks; 

a plurality of spare disks operatively interconnected through at least one of the switches 
(see column 2 lines 33-37); 
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one or more file servers operatively interconnected to at least one of the switches, each of 
the file servers including means for allocating one of the plurality of spare disks (see figure 4 and 
column 6 lines 17-36 and column 8 lines 37-51). 

In regards to claim 9, Morita discloses 

means for identifying the plurality of spare disks (see column 2 lines 33-46); 
means for selecting a best spare disk from the plurality of spare disks (see column 2 lines 
33-46); and 

means for claiming ownership of the best spare disk (see column 2 lines 33-46). 
In regards to claim 10, Morita discloses 

means for selecting a set of disks from the plurality of spare disks that satisfy one or more 
rules (see figure 14 and column 1 1 line 53 to column 12 line 23); 

means for sorting the set of disks according to a set of ordered policies (see figure 14 and 
column 11 line 53 to column 12 line 3); and 

means for selecting a highest-ranked disk from the set of disks (see column 12 lines 3-7); 

In regards to claim 13, 21, 29, 35, and 36, Morita discloses: 

a storage adapter to connect a plurality of disk storage units in the network storage 

system (see figure 4 items 24-1, 26-6 and column 6 lines 17-36). 

an operating system to maintain a plurality of volumes, each volume associated with a set 

of disk storage units, the set of storage units selected from a plurality of disk storage units. 

Morita discloses a controller with a disk array control section, indicating a operating system (see 

column 1 1 lines 20-25) and further discloses logical device groups, indicating a plurality of 



Application/Control Number: 10/027,013 Page 6 

Art Unit: 2113 

volumes, each volume associated with a set of disk storage units, the set of storage units selected 
from a plurality of disk storage units (see figure 13 and column 1 1 lines 20-52) 

the operating system maintaining a plurality of spare disks selected from the plurality of 
disk storage units (see column 2 lines 33-46). 

the operating system choosing a best spare disk of the plurality of spare disks to replace a 
failed disk, the failed disk associated with any volume of the network storage system (see 
column 2 lines 33-46) 

the operating system replacing the failed disk with the best spare disk (see column 2 lines 

33-46) 

In regards to claim 14 and 22, Morita discloses: 

establishing at least one file server in the network storage system and performing the step 
of choosing a best spare disk by the at least one file server (see figure 4 and column 8 column 
37-51). 

In regards to claim 15 and 23, Morita discloses: 

establishing at least one file server in the network storage system and performing the step 
of choosing a best spare disk by the at least one file server (see figure 4 and column 8 column 
37-51). 

In regards to claim 16, 24, and 30, Morita discloses: 

determining the best spare disk by selecting those spare disk from the plurality of spare 
disks which meet at least one selection rule (see figure 14 and column 1 1 lines 53-60). 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4, 12, 17-19, 25-27, and 31-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Morita. 

In regards to claim 4 and 12, Morita discloses 

selecting one or more disks from the set of spare disks that satisfy one or more rules (see 
figure 14 and column 1 1 line 53 to column 12 line 23); 

sorting the one or more disks selected from the set of spare disks according to a set of 
ordered policies to identify a highest-ranked disk (see figure 14 and column 1 1 line 53 to 
column 12 line 3); 

choosing a highest-ranked disk as the best spare disk (see column 12 lines 3-7); and 
choosing, in response to more than one of the one or more disks being highest- 
ranked, one disk, from the more than one of the one or more disks that are highest-ranked, as the 
best spare disk. Morita discloses two or more disks can be provided per rank (see column 13 
lines 24-25). If there are two per rank, then one has to be selected as the best spare disk. 

However, Morita fails to explicitly disclose choosing at random. "Official Notice" is 
taken for the concept of choosing at random. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to choose at random. A person of ordinary skill in 
the art at the-time of the invention would have been motivated because Morita discloses selecting 
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one disk, from the more than one of the one or more disks that are highest-ranked, as the best 
spare disk, and selecting at random, is well known and used means of selecting. 

In regards to claim 19, 27, and 33, Morita discloses a selection process to select the best 
spare disk in the event that two or more disks appear to be equally the best spare disk. Morita 
discloses two or more disks can be provided per rank (see column 13 lines 24-25). If there are 
two per rank, then one has to be selected as the best spare disk. 

However, Morita fails to explicitly disclose choosing at random. "Official Notice" is 
taken for the concept of choosing at random. It would have been obvious to one of ordinary skill 
in the art at the time the invention was made to choose at random. A person of ordinary skill in 
the art at the time of the invention would have been motivated because Morita discloses selecting 
one disk, from the more than one of the one or more disks that are highest-ranked, as the best 
spare disk, and selecting at random, is well known and used means of selecting. 

In regards to claim 17 and 25, and 31 Morita discloses: 

sorting disks in accordance with policies, and assigning a score to each disk as a result of 
the sorting. Morita discloses setting a priority order value or score for each spare disk relating to 
each logic device (see figure 14 and column 1 1 lines 53-67). 

Morita further discloses selecting base on the values or scores the best spare disk (column 
12 lines 3-10) 

However, Morita fails to explicitly disclose associating the highest score with the best 
choice. "Official Notice" is taken to set values or scores wherein the highest value or score 
represents the best. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to set values or scores wherein the highest value or score represents the best. 
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A person of ordinary skill in the art at the time of the invention would have been motivated 
because Morita discloses selecting the best spare disk, and setting values or scores wherein the 
highest value or score represents the best is well known for determining and selecting the best. 
In regards to claim 18, 26, and 32, Morita discloses: 

determining those disks of the plurality of spare disks which meet at least one selected 
rule to form a selected pool of disk (see figure 14 and column 1 1 line 53 to column 12 lines 23); 

sorting disk of the selected pool of disks in accordance with policies, assigning a score to 
each disk as a result of the sorting. Morita discloses setting a priority order value or score for 
each spare disk relating to each logic device (see figure 14 and column 1 1 lines 53-67). 

Morita further discloses selecting base on the values or scores the best spare disk (column 
12 lines 3-10) 

However, Morita fails to explicitly disclose associating the highest score with the best 
choice. "Official Notice" is taken to set values or scores wherein the highest value or score 
represents the best. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to set values or scores wherein the highest value or score represents the best. 
A person of ordinary skill in the art at the time of the invention would have been motivated 
because Morita discloses selecting the best spare disk, and setting values or scores wherein the 
highest value or score represents the best is a well known for determining and selecting the best. 



Allowable Subject Matter 
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Claims 20, 28, and 34 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 



Response to Arguments 

Applicant's arguments filed March 10, 2005 have been fully considered but they are not 
deemed to be persuasive. 

In response to applicant's argument "Applicant respectfully urges that Morita has no 
disclosure of Applicant's claimed novel identifying a set of spare disks, the set of spare disks 
attached to the network storage system; 

choosing a best spare disk of the set of spare disks. 

As set out in Claim 1, Applicant's spare disks are described as, the set of spare 
disks attached to the network storage system, that is, Applicant's set of spare disks are 
attached in the network storage system without regard to the ports, and without regard to 
the other identifiers used by Morita," examiner respectfully disagrees. 

In regards to the argument "Applicant's set of spare disks are attached in the network 
storage system without regard to the ports, and without regard to the other identifiers," such 
limitation is not disclosed in the claim. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re Van 
Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 1993). As currently written, the claim 
limitation cites: "identifying a set of spare disks, the set of spare disks attached to the network 
storage system; choosing the best spare disk of the set of spare disk". Morita discloses the disk 
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units 30-00 to 30-35, which include the spare disk, are connected to the common bus through 
adaptors, indicating the set of spare disks attached to the network storage system (see figures 4, 
13 and column 6 lines 33-36 and column 2 lines 33-40). Argument is moot. Examiner maintains 
his rejection. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Emerson C. Puente whose telephone number is (571) 272-3652. 
The examiner can normally be reached on 8-5 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert W. Beausoliel can be reached on (571) 272-3645. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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